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HRDCORE.025CN TTAB
IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Hardcore Enterprises Pty Ltd., Cancellation No.: 92031118
Petitioner 1T hereby certify that this correspondence and all marked
? attachments are being electronically filed with the
Trademark Trial and Appeal Board through their web
V. site located at http://estta.uspto.gov/ on:
February 5, 2004
RCN-Companhia de Importacao e Exportacao de (Date)
Texteis, Limitada, # N
Stacey R. Halpern
Respondent.

PETITIONER’S MOTION FOR SANCTIONS

Commissioner for Trademarks
2900 Crystal Drive
Arlington, VA 22202-3514

ATT: BOX TTAB NO FEE

Dear Sir:

Pursuant to the Trademark Trial and Appeal Board Manual of Procedure (“TBMP”)
§527.01 and 37 C.F.R. §2.210(g), Petitioner, Hardcore Enterprises Pty Ltd., (“Petitioner”) hereby
RCN-Companhia de Importacao e Exportacao de Texteis, Limitada, (“Respondent”), in the form
of an entry of judgment in favor of Petitioner in the above-identified cancellation action. This
Motion is supported by the Memorandum of Points and Authorities set forth below and the
attached Declaration of Stacey R. Halpern in Support of Petitioner’s Motion for Sanctions (the

“Halpern Declaration™).



I. INTRODUCTION

As is discussed in detail below, Respondent has once again shown its unwillingness to
comply with the TBMP, the Federal Rules of Civil Procedure (“FRCP”), and the Board’s
December 29, 2003 Order (the “Board’s Order”), which directed Respondent to “fully respond
without objection to petitioner’s first set of interrogatories and first set of requests for production

of documents” by January 29, 2004, and which invited Petitioner to file a Motion for Sanctions

if Respondent failed to comply with the Board’s Order.
Due to Respondent’s failure to comply with the Board’s Order, Petitioner respectfully
requests that the Board enter judgment in favor of Petitioner and deem U.S. Trademark

Registration No. 2,359,181 cancelled.

MEMORANDUM OF POINTS AND AUTHORITIES IN SUPPORT OF
PETITIONER’S MOTION FOR SANCTIONS IN THE FORM OF A JUDGMENT IN
PETITIONER’S FAVOR

A. Statement of Facts

On May 20, 2003, Petitioner timely served Petitioner’s First Set of Interrogatories
(“Petitioner’s Interrogatories™), First Set of Requests for Production of Documents and Things
(“Petitioner’s Document Requests™”) and First Set of Requests for Admissions (“Petitioner’s
Admission Requests™) (collectively “Petitioner’s Discovery Requests™). Accordingly, responses
to Petitioner’s Discovery Requests were due June 24, 2003. In an effort to resolve this matter

amicably, counsel for Petitioner sent several letters to counsel for Respondent. Halpern

Declaration at 1 2. Counsel for Petitioner also telephoned Counsel for Respondent several times.

Id.



As counsel for Respondent did not respond to any of counsel for Petitioner’s
communications, on August 20, 2003, Petitioner filed a Motion to Compel. Halpern Declaration at
T13.

On December 29 2003, the Board issued the Board’s Order, which indicated that
“Respondent is allowed until 30 days from the date of this order to fully respond without
objection to petitioner’s first set of interrogatories and first set of requests for production of
documents.” In addition, the Board’s Order indicated that “[i]n the event respondent fails to
comply with this order, the Board may entertain a motion for discovery sanctions.” Furthermore,
the Board’s Order deemed “petitioner’s first set of requests for admission” as “admitted.”
Halpern Declaration at I 4. Thus, the deadline for Respondent to provide responses to Petitioner’s

First Set of Discovery Requests and responsive documents was January 29, 2004. Id.

However, Respondent has simply ignored the Board’s Order and failed to provide written
responses to Petitioner’s Interrogatories or Petitioner’s Document Requests.  Additionally,
Respondent has failed to provide any responsive documents. Halpern Declaration at 5.

In fact, although Petitioner’s counsel was not required to contact Respondent’s counsel,
subsequent to the issuance of the Board’s Order, on January 21, 2004, Petitioner’s counsel |
contacted Respondent’s counsel in writing in an attempt to determine whether Petitioner intended
to comply with the Board’s Order. Halpern Declaration at 5. However, neither Petitioner nor
Petitioner’s counsel responded to this letter. Id.

In sum, Respondent has continuously ignored the TBMP, the Board’s Order, and
Petitioner’s repedted attempts to resolve this matter without the Board’s involvement. Instead,

Respondent has missed numerous deadlines, including the Board’s deadline. Such conduct has

not only wasted Petitioner’s time, money and efforts, but also wasted significant amounts of the

3.



Board’s time and efforts.

B. Per the Board’s Order, the Board Should Sanction Respondent by Entering
Judgment Against Respondent

Where, as here, a party fails to comply with an order of the Board relating to discovery,
including an order compelling discovery responses, the Board may enter judgment against the

disobedient party. Seligman & Latz, Inc. v. Merit Mercantile Corp., 222 U.S.P.Q. 341 (TTAB

1984). See also F.R.C.P. §37(b)(2)(C); 37 C.F.R. §2.120(g); and T.B.M.P. §527.01.

Specifically, despite the Board’s Order compelling Respondent to provide responses
(without objection) to Petitioner’s Interrogatories and Petitioner’s Documents Requests and all
responsive documents, Respondent has failed to provide such responses or any responsive

documents. As such, Respondent has failed to comply with the Board’s Order.

Petitioner and the Board have granted Respondent more than enough time to respond to
Petitioner’s Discovery Requests. Nonetheless, Respondent continues to be unwilling to comply
with the TBMP, the FRCP, the Board’s Order, and even the numerous extensions provided by
Petitioner. Moreover, as the Board’s Order invited Petitioner to bring a motion for sanctions if
Respondent failed to respond to the Board’s Order, such sanctions are particularly appropriate in

this matter.

CONCLUSION

None of the relevant circumstances are subject to dispute: (1) the Board’s Order provided
Respondent until January 29, 2003 to respond to Petitioner’s Interrogatories and Petitioner’s

Document Requests without any objections and to provide responsive documents; (2)



Respondent has not provided responses or any responsive documents; (3) Respondent has failed
to comply with the Board’s Order; and (4) the Board’s Order expressly stated that “[i]n the event
respondent fails to comply with this order, the Board may entertain a motion for discovery
sanctions.” Accordingly, Respondent respectfully requests that judgment be granted in Petitioner’s
favor and that Registration No. 2,359,181 be cancelled. Furthermore, pursuant to TMBP §528.03,
Respondent respectfully requests that the Board suspend proceedings in this opposition,
including the commencement of Petitioner’s Testimony Period, pending determination on this

motion.

Respectfully submitted,

KNOBBE, MARTENS, OLSON & BEAR, LLP

Dated: February 5, 2004 By: W

Stacey R. Halpern

2040 Main Street, Fourteenth Floor
Irvine, CA 92614

(949) 760-0404

Attorneys for Petitioner,

Hardcore Enterprises Pty Ltd.

HADOCS\SRH\SRH-7170.DOC:sh
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HRDCORE.025CN TTAB
IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD
Hardcore Enterprises Pty Ltd., Cancellation No.: 92031118
Petitioner,
V.

RCN-Companhia de Importacao ¢ Exportacao de
Texteis, Limitada,

Respondent.

DECLARATION OF STACEY R. HALPERN IN SUPPORT OF
PETITIONER’S MOTION FOR SANCTIONS

1. I am a partner with Knobbe, Martens, Olson & Bear, LLP (the “Knobbe Firm”),
intellectual property counsel for the Petitioner in the above-identified Cancellation proceeding. I
have personal knowledge of the facts set forth below. If called upon and sworn as a witness, I
could and would competently testify as set forth below.

2. On May 20, 2003, Petitioner timely served Petitioner’s Discovery Requests.
Accordingly, responses to Petitioner’s Discovery Requests were due June 24, 2003.

2. As is discussed in detail in the Declaration of Stacey R. Halpern in Support of
Petitioner’s Motion to Compel, in an effort to resolve this matter amicably, I sent several letters
to counsel for Respondent. I also telephoned counsel for Respondent several times.

3. As counsel for Respondent did not respond to any of counsel for Petitioner’s
communications, on August 20, 2003, Petitioner filed a Motion to Compel.

4. On December 29, 2003 the Board issued the Board’s Order, which directed



Respondent to “fully respond without object to petitioner’s first set of interrogatories and first set

of requests for production of documents” by January 29, 2004, and which invited Petitioner to

file a Motion for Sanctions if Respondent failed to comply with the Board’s Order.

5. On January 21, 2004, I sent Respondent’s counsel another letter, which attempted
to determine whether Petitioner intended to comply with the Board’s Order. A copy of the
January 21, 2004 letter is attached hereto as Exhibit 1. However, to date, neither Petitioner nor
Petitioner’s counsel responded to this letter. Moreover, to date, Respondent has simply ignored
the Board’s Order and failed to provide written responses to Petitioner’s First Sets of Interrogatories
or Document Requests. Additionally, Respondent has failed to provide any responsive documents.

I declare that all statements made herein of my own knowledge are true and all statements
made on information and belief are believed to be true; and further that these statements are
made with the knowledge that willful, false statements and the like so made are punishable by
fine or imprisonment, or both, under Section 1001 of Title 18 of the United States Code and that
such willful, false statements may jeopardize the validity of the application or document or any

registration resulting therefrom.

Dated: February 5, 2004 By: /M\_’\

Stacey R. Halpern




CERTIFICATE OF SERVICE

I hereby certify that I served a copy of the foregoing PETITIONER’S MOTION FOR
SANCTIONS and DECLARATION OF STACEY R. HALPERN IN SUPPORT OF
PETITIONER’S MOTION FOR SANCTIONS upon Respondent’s counsel by depositing one
copy thereof in the United States Mail, first-class postage prepaid, on February 5, 2004 addressed

as follows:

Julie A. Greenberg
GIFFORD DRASS GROH SPRINKLE ANDERSON & CITKOWSKI PC
280 N. Old Woodward, Suite 400
Birmingham, MI 48009

AN

Stacey R. Halpern

HADOCS\SRH\SRH-7166.DOC:sh
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Inteflectual Property Law Irvine, CA 92614
openy . Tel 949-760-0404

Fax 943-760-9502 -
www.kmob.com

Stacey R, Halpern
949-721-6301
shalpern@kmob.com

January 21, 2004
VIA FACSIMILE

Julie A. Greenberg :

GIFFORD, KRASS, GROH, SPRINKLE,
ANDERSON & CITKOWSKI, P.C.

280 N, Old Woodward, Suite 400
Birmingham, MI 48009

Re: U.S. Cancellation Proceeding
Our Client: Hardcore Enterprises Pty Ltd.

Your Client: RCN - Companhia de Importacao e Exportacao de Texteis, Limitada
Mark: GLOBELINE

Registration No.: 2,359,181

Class: 18

Caneellation No.: 31,118

Our Reference No: HRDCORE.025CN

Dear Julie

This letter is further to the Trademark Trial and Appeal Board’s (the “Board”) order of
December 29, 2003 (the “Order™), a copy of which is enclosed for your reference. The Board’s
Order granted your client thirty (30) days in which to fully respond, without objection, to Hardcore
Enterprises Pty Ltd.'s First Set of Interrogatories and First Set of Requests for Production of
Documents. Accordingly, the deadline to provide us with your client’s written responses and
responsive documents is January 29, 2004.

We trust that your client will comply with the Board’s Order. If you have any questions or
need any additional information, please contact me.

Sincerely,

M%M/MH

Stacey R. Halpern

Enclosure
cc: Shirley Del Rosario
Audrey Lee
Jonathan A. Hyman G e e o
LADOCS\HHVHH-6446.D0C B Fage [ & 5
012104 . -
San Diego San Francisco Los Angeles Riverside San Luis Obispo

619-235-8550 415-954-4114 310-551-3450 909-781-9231 805-547-5580
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! ALNWEDSTATFSPQTF\TANDTRADEMARKOFHCE
Trademark Trial and Appeal Board
- '2900 Crystal Drive
Arli ngton, Virginia 22202-35!3

Mailed: -December 29, 2003
'Cancellatlon No. 92031118
. HARDCORE ENTERPRISES PTY. LID.
V.
RCN - COMPANHIA DE IMPORTACAQO

E EXPORTACAO DE TEXTEIS
LIMITADA

4

_Peter Cataldo, Interlocutory Attorney

on Septembér 30, 2003, the Board suééended actioﬁ in
this proceedin§ pending the disposition of petitioner's
motion to compel discovery responses (filed August 22,
2003).* In its motion to compel, petitioper seeks an order
(1) compelling respondent to respond to its first set of
intefrogatorieé as well as its first set of requests for

production of documents; (2) deeming admitted petitioner‘s

" first set of requests for admission?; (3) allowing

petitioner “additional time to serve follow-up discovery”;

* As such, petitioner’s request that the Board suspend the
commencement of its testimony pericd pending disposition of its
motion to compel is moot,

2 It is noted that petitioner, in its motion to comwpel, makes
reference to Trademark Rule 2.120(h) with regard to its requests
for admission. Accordingly, with regard to petitioner's
admission requestg, the Board construes petitioner’s motion as
one seeking to test the sufficiency of respondent’s- responses
thereto.




O

and (4) sanctioning respondent inAthe event it fails to
coﬁply with a Board order to respond to petitiocner’s
discovery requests.

' Office records indicate no regponse thereto.

Motion to Compel

Accordinély, petitioner’s motion to compel discovery
responses is hereby granted as conceded to the extent
indicated below:. ;ée Trademark Rules 2.120(e) and 2.127(a).
Respondent is allowed until 30 days from the date of this
order to fuliy respond without objection to petitioner’s
first set of interroéatories and first set of requests for

-production of documents.

{"> Motion to Test Sufficiency of Responses to Admission

Requests

In addition, petitioner’s first set of requests for
admission is deemed admitted. See Trademark Rules 2.120(h}
and 2.127(a).

Request for Sanctions

‘In the event respondent fails to comply with this
order, the Board may entertain a motion for discovery
sanctions. Petitioner’s request for discovery sanctions
otherwise is premature and will be given no consideration.
See Trademark Rule 2.120(g).

Request to Reopen . Discovery

Petitioner’s request to allow it additional time in

which to propound follow-up discovery is, in essence, a

2
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motion to reopen the discovery period, which closed in this
proceeding on July 10, 2003. petitioner’s request is denied
inasmuch as petitioner has failed to makela showing ©of
excﬁsable neglect sufficient to warrant a reopening of
discovery. See Pioneer Investment Services Company V.
Brunswick Associates Limited Partnership, 507 U.S. 380
(1?2?); and Pumpkiqi Ltd. v. The Seed Corps, 43 UspPQ2d 1582
(TTAB 1997).
Dates Reset

Testimony periods are reset as indicated below. IN
EACH INSTANCE, a copy of the transcript of testimony
together with copies of documentary exhibits, must be served
on the adverse party WITHIN THIRTY DAYS after completion of
the taking of testimony. Trademarx Rule 2.125.

DISCOVERY TO CLOSE: CLOSED

Testimony period for party in

position of plaintiff to close March 30, 2004

{opening thirty days prior thereto)

Testimony period for party in )

position of defendant to close May 29, 2004

(opening thirty days prior thereto)

Rebuttal testimony period to cloge July 13, 2004
(opening fifteen days prior thereto)

priefs shall be filed in accordance with Trademark Rule
5.128(a) and {b). An oral hesring will be set only upon

request filed as provided by Trademark Rule 2.123.
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